APEC Intellectual Property Rights Experts Group X

Sapporo, March 2-3, 2000

Introduction

1. The tenth meeting of the APEC Intellectual Property Rights Experts Group (IPEG X) was held in Sapporo, Japan, on March 2-3, 2000. The IPEG X was preceded by the APEC Intellectual Property Rights Symposium held on February 28-29, 2000.

2. The meeting was attended by representatives from Australia; Canada; the People’s Republic of China; Hong Kong, China; Japan; the Republic of Korea; Mexico; the Philippines; the Russian Federation; Singapore; Chinese Taipei; Thailand and the United States of America. The APEC Secretariat also participated, and INTA and Automotive Dialogue were invited to attend in the capacity of guest. The list of participants is attached in Annex 1.
Agenda Item 1: Opening

3. The outgoing Chair began by welcoming all participants to Sapporo. He reserved special welcome for Russia, participating for the first time, and expressed hope that Russia would continue to participate in the future.

Agenda Item 2: Adoption of the Agenda 

4. The meeting unanimously adopted the agenda. The agenda is shown in Annex 2.
Agenda Item 3: Appointment of the new Chair and Vice Chair

5. It was proposed that Mr. Akihiro Kobayashi, the Director of the International Cooperation Office, Japanese Patent Office be appointed as the new Chair, succeeding Mr. Yoshifumi Saeki. It was also proposed that Mr. Sivakant Tiwari continue as Vice Chair. Both the incoming Chair and the Vice Chair expressed on behalf of all IPEG members their utmost appreciation for the efforts exerted and exemplary leadership shown by  the outgoing Chair during his tenure. 

6. The new Chair provided the IPEG with his vision for IPEG during his chairmanship.  He stressed the importance of policy dialogue for better understanding of newly emerging issues as well as enhanced technical cooperation with emphasis on smooth operation of TRIPS-consistent legislation. The Chair also noted that convenorship was open to every member economy.

Agenda Item 4: Report to and Instructions from the CTI

7. The outgoing Chair briefed the IPEG on his report to the CTI meeting in Bandar Seri Begawan, Brunei Darussalam on February 16-17, 2000, where the establishment of new  CAPs in view of the post-TRIPS environment had been welcomed and the importance of more effective technical cooperation as well as of IP-policy dialogues had been noted.
8. The APEC Secretariat presented the instructions from the CTI, which included broadening and deepening of the Collective Action Plans, easier access to IAPs by electronic means in standardized templates, a review by sub-fora of existing information on the Internet, and the establishment of a process for updating the information.

Agenda Item 5: Report on the Result of the APEC IPR Symposium

9. Japan briefed the IPEG on the results of APEC IPR Symposium held on February 28-29, 2000, in Sapporo. It was noted that APEC member economies had come to realize the importance of educating business, research institution and the general public on how to exploit the fruits of research, and there was general agreement that the Symposium had made a significant contribution to raising awareness toward more exploitation of intellectual property rights for economic development in the APEC region.

Agenda Item 6: Collective Actions 

(1) Item g: Implementation of the TRIPS Agreement and Technical Cooperation

<Chair’s Paper>

10. The Chair explained the paper on the implementation of the TRIPS Agreement including the recent development and the future plans for joint statement on TRIPS implementation. Information was then shared on the updates that had taken place between the member economy’s submission of checklist and the IPEG meeting. Further update was also invited towards the next meeting.
11. It was suggested that the upcoming Meeting of APEC Ministers’ Responsible for Trade should be used to make a positive statement about TRIPS implementation and to reconfirm the commitment of APEC economies concerning TRIPS implementation and technical cooperation. It was also suggested that all member economies including WTO non-member should be included in such a positive statement in Trade Ministerial Meeting.
12. There was general consensus that IPEG members should make preparations for the Joint Statement on the TRIPS implementation to be made by the upcoming Trade Ministerial Meeting. After deliberation, the text of Joint Statement on the WTO/TRIPS Agreement Implementation was agreed. (See Annex 3.) 
<TRIPS Notification and Review Presentation by Australia>

13. Australia made a presentation on the TRIPS Notification and Review survey. It was noted in particular that many member economies had gone beyond their technical obligations to demonstrate TRIPS compliance, and that the successful use of the study was to positively promote the elements of the system that give effect to TRIPS. Members expressed their appreciation for the efforts made by Australia in preparing the study. Hong Kong, China provided information of its submission in CD-ROM form under TRIPS Notification and Review survey, which was appreciated by other economies as a benchmark.
(2) Item a: Deepening the Dialogue on Intellectual Property Policy

Item a-(i): Examination Cooperation
14. Japan presented its discussion paper on Cooperation for Improvement to Operation of IP Systems including human resource development, improvement in administrative/clerical workflow management, search/examination cooperation and cooperation in office computerization, stressing the importance of cooperation for effective and efficient operation on national IP laws.

15. Particularly in the field of patent search/examination cooperation, Japan introduced various examples of search/examination cooperation, roughly categorized into three categories; 1) providing search/examination results, 2) legally non-binding recognition, and 3) legally binding recognition.

16. Japan stated that it would prepare a written questionnaire after the IPEG meeting to be answered by IPEG members, and that it would make a proposal for a range of best-practice options for search/examination cooperation. It was suggested that a common understanding on the issues behind cooperation be sought in the course of Japan’s activity, given the differences in substantive law.
Item a-(ii): Electronic Commerce
17. Australia made a presentation on E-Commerce and Intellectual Property: Recent Regional and International Developments, providing the IPEG with a thorough overview of actions taking place in multilateral fora, including the APEC Electronic Commerce Steering Group, and demonstrating how IPEG work interacts with e-commerce.

18. Australia also provided a broad overview of current international issues based on the WTO Work Program on Electronic Commerce. Members expressed their appreciation for the excellent, detailed presentation provided by Australia.
19. Australia concluded its presentation by stressing that it was now incumbent upon the IPEG to take e-commerce issues to the next stage.  Japan expressed the same view.
Item a-(iii): Biotechnology and IP
20. Australia provided a general background to the developing issue of biotechnology and intellectual property including the issues of traditional knowledge and Convention on Biological Diversity. (CBD). It suggested that, in the light of past feedback from members and from the survey results, the IPEG could usefully work on developing information materials and training on biotechnology search and examination. Australia would be preparing a training package and conducting in-country training programs on biotechnology IP in response to the various needs expressed. It proposed that it would be useful for IPEG to develop a collation of material on patent examination guidelines in relation to biotechnology, and any other materials concerning patentability criteria in this area, as a training and general information resource.
21. It was observed that an overlap of work exists to a significant extent among various international fora including WTO, WIPO and UNCTAD, and agreed that in progressing the issue proper coordination was required in order to ensure cohesiveness.

22. Japan explained its examination guidelines on biotechnological inventions, stating that the JPO homepage would provide more information. The US is offering two programs, to be held in May and October this year, which will include segments on examination of biotechnology patent applications.
Item a-(iv): Geographical Indication
<Compilation of information on the questionnaire on geographical indication>

23. Mexico reported the status of its questionnaire on geographical indication (GI), and it was decided that the deadline for the submission of reply to the questionnaire by IPEG members would be the end of April. 

<Proposal by INTA>

24. INTA was invited to present a proposal to adopt a resolution that trademark/GI conflicts be resolved on the basis of “first in time, first in right” priority. The proposal involved creating a balance between trademarks and GIs to be decided on the basis of priority under national and international laws. This proposal followed by a considerable amount of discussion focused on the relation between GIs and trademarks. 

25. Certain economies supported the INTA proposal in that the principle was based on Paris Convention as well as TRIPS. It was pointed out that the underlying issue was the interest of consumers and that the matter should be determined according to the principal signification of any term for consumers within the relevant jurisdiction. It was also pointed out that if a claimed GI was in fact a generic term in any jurisdiction, no protection need be extended to it under TRIPS.
26. Certain case was cited to demonstrate how the “first in time, first in right ” principle was not being adhered to in certain countries other than APEC member economies while GI was instead treated as superior. It was pointed out that many developing countries believe that GIs were superior to trademarks. It was also pointed out that an economy also protects appellations of origin and that it needed to look into its national system in this regard.
27. The Chair proposed that members look into their own national system regarding the “first in time, first in right” principle, and asked the US to formulate some specific questions to provide a basis for discussion in the next meeting, while taking into account the existing information provided by Mexico’s questionnaire.
<Next steps for GI issues>
28. After deliberation on how the IPEG should move forward on GI issues to supplement dialogues in TRIPS Council as well as the study done by WIPO/ Standing Committee on the Law of Trademarks, Industrial Designs and Geographical indications (SCT), there was general consensus that members would circulate information on cases of interest relating to GI in their own economies. This case study, which would be lead by the initiative of the US, would be combined with the continuing Mexican questionnaire to be circulated in the next IPEG meeting. Members not having submitted their responses were invited to do so at the end of April.
(3) Item d: Well-known Trademarks

29. INTA made a proposal on implementing provisions to provide protection of well-known trademarks. Six criteria were offered based on the provisions set by the WIPO on a non-binding basis. The aim of the proposal was to ensure greater consistency throughout APEC region. 

30. While general support was expressed for INTA’s proposal, it was agreed that the proposal be revised in order to maintain greater consistency with Article 2 of the WIPO Joint Recommendation. 

31. It was agreed that IPEG publicly endorse the WIPO Joint Recommendation Concerning Provisions on the Protection of Well-known Marks and consider implementing the guidelines set out therein. The text of Recommendation by APEC(IPEG) concerning the Protection of Well-known Marks was agreed as shown in Annex 4. It was proposed that the endorsement be posted on the APEC website.

(4) Item e: Simplification and Standardization of Administrative Systems

Item e-4: Standardization of Trademark Application Form
<Standardization of Trademark Application Form>

32. Singapore reported on the current status of the refinement of the Common Trademark Application Form, explaining that the changes proposed by members had been incorporated into the revised Form. 

33. Bearing in mind the need to accommodate all member economies and observing that member economies did not seem willing to adopt a Common Form at the present time, Singapore proposed that the Common Form be a model document or a guide to be used as an instrument for members to devise their own forms, while hoping to achieve as much commonality as possible. It also explained that the proposed form would reflect additional requirements of APEC member economies in the Annexes. This would allow a comprehensive document reflecting the requirements of all to be available for reference.

34. The revised proposal was generally accepted. It was also agreed that members would supply information on their special requirements to be incorporated into an Annex document to accompany the Common Form. Based on the information to be submitted as well as the discussion in the meeting, Singapore would provide next stage of the work no later than one month before the next IPEG meeting for review by member economies. It was also suggested that the Common Form, when finalized, should be put on APEC homepage.
<Proposal by INTA >
35. In relation to the above Singapore’s Common Form, INTA presented its proposal entitled “Adopt Trademark Application Maximum Requirements” which recommends the adoption of maximum requirements for trademark application in compliance with Trademark Law Treaty (TLT). Members discussed this issue from the viewpoint of each member economy. It was pointed out that many APEC member economies were not the TLT parties. It was also pointed out that much commonality exists between requirements found in the above Common Form and the TLT maximum requirements. It was noted that it was necessary to clarify the relationship between maximum filing requirements necessary to establish a filing date, maximum filing requirements or formalities necessary to ensure that an application would be accepted, and the contents of a Common Form which was a way of expressing maximum filing requirements, especially if it were to be used as a guideline or model document. It was suggested that the proposal of INTA be further analyzed by member economies towards the next meeting.
Item e-1: Electronic Filing System
36. The United States provided members with a brief explanation of the Internet usage policy being implemented and currently working in the United States, in which Internet communication was to be used only in response to a properly field request by applicant/ registrant and not in any actions initiated by the Office without such a request. 

37. Members welcomed a United States proposal to table a full presentation with supplementary material at the next IPEG meeting to see how different economies have set up their electronic filing systems, with an emphasis on security aspects and types of filings. Members said that they would supply relevant information to the US. It was suggested that members include in their notifications details of whether the software can be made available for the use of other members, and the technical requirements for making use of it.
Item e-3: IP Information Mall
38. Australia and Japan presented a joint proposal concerning the responsibility for updating the respective information of the IP Information Mall. 

39. With a condition that the updating of information should be done as frequently as possible, it was agreed that the IPEG meeting be used as a prompt for information updating and that members should take it upon themselves to update information on their individual  websites as it becomes available.

40. The joint proposal was generally agreed, and Japan and Australia would present a revised proposal at the next IPEG meeting if necessary.

41. Japan provided a presentation and practical demonstration on the IP Information Infrastructure Development Project implemented in collaboration with the Philippines. The Project was considered by members to be an example of concrete cooperation being conducted within IPEG. 

42. Australia also tabled a proposal to further develop the IP Information Mall and asked members to provide suggestions to the Australia paper on this issue. This proposal would be further discussed at the next meeting based on suggestions to be submitted by members and on the basis of suggested approach that would be circulated between sessions of the IPEG. 
(5) Item f: Enforcement

43. Japan introduced its proposal for enhancement of enforcement-related activities at APEC IPEG, which included various steps for actions to be taken by IPEG, such as information exchange among IP offices, development of enforcement-related functions of IP offices, cooperation with other APEC fora, and development of enforcement guideline. Australia noted that their proposal was to develop Japan’s proposal in terms of structured exchange of information. It also suggested a separate workshop where industry could brief IPEG members on some of their enforcement challenges. For instance, successive workshops could focus on the specific needs of one industry sector, such as the automotive, software, audiovisual, pharmaceutical, traditional cultural and branded goods industries.
44. There followed a significant discussion on the enforcement issue. A number of members provided information on the current situations they face at home in tackling the enforcement issues. Members agreed that cooperation at the both the bilateral and plurilateral levels, depending on the circumstance, was essential and more immediate in addressing enforcement. 

45. A large number of members expressed a great degree of frustration over the role currently being played by the private sector (right holders) in addressing enforcement issues. At the same time, some members expressed difficulties in expanding the role of IP offices. Members agreed that, bearing in mind the demarcation of the roles of public and private sectors, a dialogue with the private sector to share a real-life experience was the best way to promote more effective and efficient enforcement.
46. It was agreed that the small group that had been established to discuss the enforcement issue would be disbanded in light of the importance of the issue to all member economies. It was agreed that Australia, Japan, Mexico, Thailand, and the Philippines would serve as leading economies in addressing these newly raised specific enforcement issues, separately from existing activities carried out by Mexico. 
47. Australia offered to develop firm proposals for next actions on enforcement in two months, and that outcomes for discussion be ready in time for the next IPEG meeting. Thailand also offered to submit a specific proposal in due course. It was also agreed that comments on the Japanese proposal and Australia’s discussion paper would be channeled through Japan for the meantime. 

48. The APEC Automotive Dialogue was invited to present its report on motor vehicle-related intellectual property problems within the APEC region, providing information on the current status of intellectual property rights infringements, and outlined various Automotive Dialogue proposals for tackling the issue.

49. After questions and discussions by members, the Chair concluded that IPEG might consider accommodating some of the Automotive Dialogue proposal in the enforcement issue.
(6) Item b: Survey of Laws and Regulations

50. Australia presented the current status of its Survey of Laws and Regulations, pointing out that the survey was almost ready for uploading onto the Internet. 

51. Australia explained that there were two additional missions available for member economies within the budget of TILF Special Account. The Chair recommended that member economies interested in missions should approach Australia. It was further proposed that Australia circulate the relevant areas of the survey to respective member economies to check before uploading to the Internet.

(7) Item c: Contact Points

52. Australia said that it would send a single message to individual members, and ask them to check it and send it back to Australia for uploading.

(8) Overhaul of Collective Action Plans (CAPs)

53. The Chair presented a revised proposal on future rearrangement of IPEG’s CAPs, noting that the original proposal had been modified based on the comments of member economies and explaining the schedule for the final agreement on the new CAPs to be done at IPEG XI. 

54. While member economies felt in general that the revised proposal was impressive, some extra modifications were suggested in light of the content of discussion made in the IPEG X meeting, such as exploitation of IPRs, raising public awareness, and biotechnology-related issue. The Chair therefore asked for further comments at a later stage so that the final document could be prepared.

Agenda Item 7: Other Business

(1) Private Sector-Sponsored IPR Information Database/Service Centers
55. Chinese Taipei made a proposal for encouraging the establishment of a private-sector IPR Database/Service Center, which would provide government data to the public under the minimum requirement and certificate to be set by APEC.

56. While an economy expressed its sympathy to the idea of encouraging information dissemination by private sector, it was generally agreed by member economies that the proposal required further consideration from the perspective of certification by APEC. 

57. Acting upon a proposal from the APEC Secretariat, it was further agreed that Chinese Taipei would incorporate comments made by member economies during the meeting, and that it would conduct a feasibility study, a market study, a publicity plan, a financial plan, and a maintenance plan which are set in the APEC/BMC guidelines.

(2) Program on Public Education and Awareness

58. Australia delivered a presentation entitled “IP Marketing: An Australian Perspective,” and provided an overview of how marketing had been put into effective use in the intellectual property field in Australia, and offered various observations for intellectual property marketing opportunities in APEC. Australia also stated that its marketing team would be willing to work with member economies on their marketing strategies. Members expressed their appreciation for Australia’s extensive presentation and fresh approach.

59. Other member economies presented specific examples of public awareness campaigns in their respective economies, with considerable emphasis placed on the education of children and the active use of the Internet as a public relations tool. 

60. General consensus was given to the IPEG common program including 1) development of a public education kit, 2) development of specific information materials for use in APEC in general or for specific cross-cutting APEC audiences, such as researchers, and 3) creation of a directory linking of existing public information websites. It was agreed that coordination on these issues would be taken by Australia towards the next meeting.

61. It was further proposed to recommend to the CTI to include public awareness in the Trade Ministers’ Joint Statement. This was included in paragraph 5 of above-mentioned text shown in Annex 3.

(3) Other Issues

62. Concern was expressed over the lack of attendance at IPEG meetings by some member economies and how to properly convey the messages of the meeting to non-attendees. The APEC Secretariat urged attending member economies to contact their non-attendee counterparts in this regard. 

63. It was suggested to have a permanent annotated agenda, references to key documents, better use of electronic exchange of views, and Chair’s personal conveyance in travels, all of which make easier for non-attendees to keep up with current status of IPEG proceeding. It was also suggested to make IPEG activities more relevant and attractive to people. In response to a proposal for the permanent annotated agenda, the Chair offered to explore the issue.

64. Japan announced on behalf of the Japan Copyright Office that it would be hosting a Copyright Seminar in 2001 to share views among member economies. Details of the seminar will be disseminated at the next IPEG meeting.

Agenda Item 8: Partners for Progress (PFP) Project

65. Japan presented the evaluation report on the fourth APEC/PFP Course on Management of Industrial Property Rights held in Bangkok and Chiang-Mai, Thailand from August 30 to September 24, 1999. It also reported that the fifth PFP Course would be held once again in Thailand, as endorsed by the CTI in Brunei Darussalam in February 2000.

66. It was proposed that the fifth PFP Course be held for four weeks sometime between October 2000 and March 2001. The outline of the course was unanimously approved by member economies. Appreciation was expressed for the quality and effectiveness of the PFP Course. 

Agenda Item 9: Document Access

67. It was confirmed that documents listed in Annex 5 would be open to the public, with the exception of Annex 1-1 of Chair’s Paper on the Implementation of the TRIPS Agreement (a part of IPEG X 6-(1)-1) as well as the outdated enforcement contact list (IPEG X 6-(7)-1).
Agenda Item 10: Future Meetings

68. The Republic of Korea offered to host the next meeting of IPEG (IPEG XI) either on July 5-7, 2000 or July 12-14, 2000 on Cheju Island, subject to confirmation of final dates in light of schedules of other international fora.

69. Chinese Taipei expressed interest in hosting IPEG XIII in the latter half of 2001. The APEC Secretariat said that this would be subject to appraisal along with other member economies also showing an interest. 

Agenda Item 11: Report to the next CTI
70. In accordance with IPEG’s Terms of Reference, the outcome of this meeting will be reported to the next CTI meeting held on May-June 2000.
.
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