
Chair’s Report to APEC CTI on the

Intellectual Property Rights Experts Group XI

Cheju, July 12-13, 2000

Introduction

1. The eleventh meeting of the APEC Intellectual Property Rights Experts Group (IPEG XI) was held in Cheju, Korea on July 12-13, 2000. 

2. The meeting was attended by representatives from Australia; Canada; the People’s Republic of China; Hong Kong, China; Indonesia; Japan; the Republic of Korea; Mexico; Singapore; Chinese Taipei; Thailand and the United States of America. The APEC Secretariat also participated. 

Agenda Item 1: Opening

3. The Chair welcomed the participants to the meeting. He extended his sincere appreciation to the Republic Korea for providing the beautiful venue of Cheju Island. 

4. He mentioned that the CAPs overhaul was at the final stage of discussion and should be finalized in time for the CTI meeting in September. He also noted that this meeting as well as the separate meeting to be held on July 14, 2000 would specifically address on enforcement of Intellectual Property Rights. 

5. Commissioner Oh started his Keynote Address by thanking the Chair for his hard work and extended his warm welcome to all of the participants for attending the IPEG XI. He referred to APEC as a positive cooperation between economies to obtain stable economic growth in their member regions. He acknowledged IPEG’s accomplishments of the adoption of the Trade Ministers’ joint statement on TRIPS Agreement implementation. He mentioned the great change in challenges in intellectual property due to the information technology revolution and the need for new forms of intellectual property protections.

Agenda Item 2: Adoption of the Agenda 

6. The draft annotated agenda was adopted by all economies with an addition made by Australia to add the discussion of individual action plans in relation to intellectual property.

Agenda 3: Report and Instructions from the CTI

7. The Chair briefed the member economies on the IPEG report submitted at the CTI meeting in Bandar Seri Begawan, Brunei Darussalam May 30-31, 2000, where the CTI gave their endorsement for the joint statement on TRIPS Agreement implementation to be submitted to the MRT meeting in June as well as other requests for endorsement. 

8. The APEC Secretariat made additional comments about the last CTI meeting, mentioning the report on the e-IAP which had gained support from the CTI. 

Agenda 4: Collective Actions

(1) item g: 
Implementation of the TRIPS Agreement and Technical Cooperation


(Lead Economy: Korea)

9. The Chair recapped the decision of the previous IPEG meeting where member economies agreed on the draft joint statement of the TRIPS implementation and on the request to the Trade Ministers to adopt the joint statement. He explained the procedures that the CTI had recommended to obtain the agreement of the MRT to endorse the joint statement on TRIPS implementation as well as the change in language which had occurred and which were in his view an improvement.  Member economies expressed their appreciation for the work of the Chair in achieving this valuable outcome.

10. A number of member economies felt that the TRIPS review process was a constructive learning experience and recommended that the member economies that had experience in the review process share information with other member economies. The Chair proposed that these suggestions be made concrete at the next meeting. 

11. The Chair then gave an update of checklist on the implementation of the TRIPS Agreement and reminded the IPEG that the member economies should submit update information for any changes in the progress of TRIPS Agreement implementation.

(2) item e:
Simplification and Standardization of Administrative Systems


(Lead Economy: USA)

(i)(e-4) Standardization of Trademark Application Form (proposed by Singapore)

12. The member economies gave consideration to Singapore’s proposal on a format for a common application form. It was agreed that the most user-friendly format should be used in which the annex would follow the same headings of the common form. It was noted that the computerized and paper application forms should be identical to each other. It was already noted that because of the discrepancies among the economies in electronic filing, there was a need to see whether separate works or modifications will need to be made, particularly along the lines with the changes in e-commerce. It was agreed that Singapore would continue to work on this task.

(ii)(e-1) Electronic Filing System (proposed by the USA)

13. The United States reported on their survey on the usefulness of members’ intellectual property web sites which indicated that 19 of the 21 economies had websites specifically devoted to intellectual property, including downloadable forms.  In addition, at least 3 Member Economies provided Internet-based electronic filing capability, while 2 other Member Economies offer non-Internet electronic filing capability.

14. Korea introduced KIPO-net system, KIPO’s intellectual property Internet-based paperless system. An explanation was given on its development and specifications as well as on its positive effects regarding processing effectiveness, cost cutting and storage space. It was also mentioned that KIPO-net’s structure would have to be redone if Korea was to join the Madrid Protocol.

15. It was noted that many member economies encountered similar problems and that flexibility in the e-filing system was necessary for every economy to cope with the changes in their IP laws. It was suggested that member economies share experiences about how their systems are being adapted over the next two meetings.

16. Japan presented the current electronic filing system of the JPO which allows paperless operations for almost all intellectual property rights via an ISDN line. It was noted that the ratio of e-filings at the JPO was consistently high for patents, designs, trademarks, PCT-DO and appeals, indicating the high use of electronic systems among JPO users. 

17. The United States introduced and ran a demo of its patent pilot program electronic filingof patent applications system over the Internet, with the tentative date for standardization set for November 2000. The USPTO homepage, which contains its entire database and a trademark electronic application was also looked at. The number of trademark applications was reported to have increased 48% from the previous year, which is why the USPTO is looking to go paperless as soon as possible.  However, it was noted that only approximately 15% of the people resort to electronic filing in trademark cases.

18. Japan and Korea explained that electronic filing use is high in their countries because they have lower filing fees than paper applications. When the application procedure is done electronically, processing costs are lower. Japan also mentioned that Japanese users had not resisted this new way of filing applications, unlike some European countries. 

19. It was debated whether there was any value in looking for a consensus and determining that intellectual property information should be available on the Internet without charge in order to promote innovation. While Japan explained their policy to make all industrial property related information available to the public free of charge, Canada felt that such an option should be left to the discretion of the individual economies as some of them may want to propose value added database products. It was suggested that collecting information on the current policies of different economies on this issue would be useful. 

(iii)(e-3) IP Information Mall (proposed by Japan)

20. Australia presented a proposal to further develop the IP Information Mall, indicating the reasons for rebuilding the website were to make it more user-friendly, functional, recognizable and innovative. Australia then presented a prototype website along with URL suggestions to distinguish the group adding that the finer points of the project would have to be decided by the member economies as a group. The prototype included a search engine and IP information center and a snapshot function that displayed various intellectual property information on the member economies.

21.  Several of the member economies expressed their interest in the project and agreed that it would need to be followed up on by the member economies. Japan noted that it would be an excellent vehicle for information dissemination of IPEG activities. Some member economies asked questions about the technical aspects of the protocol or how to submit their member economies’ information. Australia said that the member economies could submit information from their homepages and or supply additional information.

22.  The APEC Secretariat asked about the costs of the site and the source of the funding. He pointed out that APEC funding would require adherence to APEC funding guidelines. Australia said that they would consider these measures after receiving suggestions from other member economies.  Australia drew attention to the recent high-profile launch of the ‘BizAPEC’ gateway for business users of APEC information, and the linkage with the existing information mall – this would lead to many more inquiries to the site, and also increased the need for an updated more user friendly web presence for IPEG..  A critical element of this would be to ensure that there were clear gateways for different users - for instance, first time browsers, business users, researchers, general public.

23. Thailand suggested that the APEC Secretariat or one member economy could manage the site. Australia agreed with Thailand about the importance of promoting the general APEC site first, but also liked the idea of having a specific APEC/IPEG URL to distinguish the group. 

24. The Chair acknowledged that there was general consensus among the member economies about the importance of the project and recommended that Australia continue developing the site and begin collecting information from other member economies and consult with APEC Secretariat as well as Japan whose website was being used for IP Information Mall.

(3) item a:
Deepening the Dialogue on Intellectual Property Policy


(Lead Economy: Convener)

(i)Examination Cooperation (Proposed by Japan)

25. After Japan introduced the self-checklist they had prepared for issues on cooperation in search and examination in detail, there was a consensus that the prepared document represented high potential for implementation. It was agreed that the IPEG would come back to the JPO with comments and feedback before the next IPEG meeting. 

26. The Chair noted that technical cooperation needed to be tailor-made but also needed some commonality in the tools for evaluating problems of member economies and asked the members to send Japan their comments or suggestions for improvements or even a different approach to the matter. 

(ii)Electronic Commerce

27. Australia gave a presentation relating to e-commerce and intellectual property and set this policy dialogue into a larger context by relating it to APEC. It was emphasized that there was a need to have a more extensive dialogue on e-commerce, given that there was already an active program on e-comm issues being undertaken within various APEC fora, which was addressing substantive IP issues.  Effective, up-to-date IP systems had been identified in various APEC studies as an integral part of the basic infrastructure required to derive economic benefits from the growth of electronic commerce.

28. In relation to the Internet and intellectual property, ownership of innovation, the creation of knowledge and the importance of the appreciation of the innovation system were stressed. It was suggested that it was time for the member economies to begin an e-commerce policy dialogue within the group where terms of patent protection, copyright and related rights of e-commerce technology should be included.  Australia also reported on the progress being made to introduce new copyright legislation partly implementing the new international standards set in the WIPO 'Internet' treaties, and reviewed some of the policy issues that had to be weighed in preparing this legislation.

29. Japan gave a presentation on the patent protection for “Business Method Inventions.” It was acknowledged that information technology is the key for the new century, and that the protection of IT was necessary. Reference was made to the recent USPTO, EPO and JPO Trilateral Technical Meeting where discussion took place as to whether a “technical aspect” was necessary in order for a computer-implemented business method to be protected. Japan acknowledged that the further differences if any would need to be discussed and hoped that practice would be harmonized in the future.  The US made a point of clarification: the subject matter of such inventions is patentable under USPTO practice regardless of whether it is tied to software or the use of a computer.   Australia described its current patent office policy, referring to a recent information note on the subject.

30. The technical aspect was mentioned as incredibly important, especially given the pace that IT is going today. The identification of the existing differences was viewed as a starting point to move on from in order to address this issue very quickly.

(iii)Biotechnology and IP

31. Australia gave a presentation on biotechnology and intellectual property and acknowledged the wide range of policy issues raised by the interaction between IP and biotechnology.  It noted that many governments are addressing or attempting to address these matters, and that there was a pressing need for a widespread policy dialogue on these complex and technically demanding issues.  APEC economies had a strong common interest in maintaining this dialogue. The IPEG could continue its agreed policy of balancing a policy dialogue with technical cooperation on these issues. 

32. Japan made a presentation on patent protection for “Gene-Based Inventions.” He explained the operations of gene and gene analysis and gave details on the new gene analysis technology which brought about the challenges to patent offices how to evaluate the patentability of gene-based invention.  It referred to the consensus summary of the Trilateral Office Meeting that a gene-based invention could be patented when the sequence and function are both fully determined. 

33. Australia’s suggestion that they gather information on national practice concerning IP patenting and incorporate it into their modular training results was welcomed. It was also recommended that the IPEG members should share further information on the recent developments in this area. 

 (iv)Geographical Indication (Proposed by Mexico)

34. Mexico reported on the progress of their geographical indication survey, and encouraged other economies who have not submitted the information to do so and invite those economies that already submitted its information to update it if necessary. 

35. The USA provided a presentation on geographical indications aiming to explore definitions of geographical indications in relation to TRIPS Agreement, which in its view superceded the Lisbon Agreement. It also emphasized the “first in time, first in right principle” where the person who identifies his protection in intellectual property first should have prior rights because co-existence with another trademark or GI could destroy his protection. The USA express its opposition on the notion that geographical indications are always superior to trademarks no matter when they are created.

36. Member economies welcomed the efforts of the USA in its presentation which illustrated its view on this issue followed by questions and answers.

37. Australia gave a presentation on a policy dialogue for geographical indications, which set out the range of. intersecting interests and the various approaches that could be taken to reconcile the se interests problem.  These included a global presumption that a single GI should be protected exclusively, the “first in time, first in right” principle, or the criterion of the actual connotation of any term in the minds of consumers in specific markets in each jursidiction.  He noted that the public interest among other issues must be considered, e.g., in terms of the existence of several locations with the same name as well as conflicts with descriptive term, trademark or person’s name.

38. Member economies appreciated the presentation  and agreed on the need to seek solutions for the issues surrounding geographical indications. The need for a policy dialogue to discuss this topic in a constructive way among APEC economies as well as to exchange different points of view and international cooperation on the topic was apparent. 

(4) item d:
Well-known Trademarks (Lead Economy: Thailand)

39. Thailand stated that it is still working on the survey results concerning the protection of well-known marks to accommodate additional questions. In this relation, shorter additional questionnaires will be sent out to the members. The question is related to well-known trademarks and how an economy can appropriately handle a trademark which is already registered by other person in other economies if that economy is not knowledgeable about the mark of the other economies. In this respect, members’ interests were shown on Japan’s database of well-known trademarks which is accessible in English. Also, the USA raised the point that increasingly putting trademark databases on the Internet in searchable form would help others see what may be already protected abroad or described as descriptive, and so on. 

40. Hong Kong China informed member economies that it passed a new trademark law in June. He said the WIPO guidelines are used as reference.

(5) item b:
Survey of Laws and Regulations

41. Australia described the progress that had been made in the survey that they created out of the OAA, noting that three missions had been completed and another two would be possible if economies wished to signal their interest.  Given that there had been no further expressions of interest, Australia proposed that the remaining funds be applied to the necessary research and editing required to update and present the survey information in a useful way, so that it could be included on the IPEG web site.

42. The APEC Secretariat said that such use for such funds, which would be a variation of the original proposal, would need to be consulted with the APEC Secretariat. Australia added that they would go through the process of revising the budget, on the basis of the agreement of the member economies with the proposal that had been circulated. 

(6) item c:   Inquiry Contact points

43. Australia said that the overhaul of the web site would likely lead to an increased interest in the inquiry contact point list for the purpose of dealing with the inquiries from the public and encouraged the delegates to include a wide range of other contacts such as business and academics information. . The launch of the Biz APEC site would be increase this.  This request was noted by members.

44. Apart from the inquiry contact point list, another contact point list of enforcement officers was discussed. Taking into account the concern over the appropriateness of this type of contact information being made public and bearing in mind that people in the private sector would be interested in this information, it was suggested that information could be provided without disclosure of the names of officers.  Australia undertook to review the existing enforcement list which it had earlier prepared and circulated.

(7) Overhaul of CAPs

45. The Chair mentioned that he had asked for comments and suggestions since the last meeting for the future rearrangement of CAPs, and presented the latest version of CAPs, pointing out the changes made in the text. 

46. The new collective actions and the suggested lead economies of the respective actions that the Chair had tentatively assigned were reviewed. He explained that although many of the suggested lead economies had experience in the assigned area, any other volunteers would be welcomed. He also noted that the members were welcome to bring up new issues or modify the content of the current CAPs. He explained that he would put together proposals and distribute it for feedback expecting to have the final version available by the end of August. 

47. The USA proposed that a new proposal on promotion of Software Asset Management to be included in new CAPs. It stressed that software management in the government sector would work as the role model and discourage software piracy, including organizational piracy.  Australia supported this proposal as a timely means of building on the public education initiative, the new emphasis on practical enforcement cooperation, and the E-Comm blueprint for action's requirement for governments to set positive examples.

48. Some member economies were concerned that the scope of the US proposal was too narrow since it was not addressed to other types of copyright issues, nor addressed to the private sector. It was also suggested that the proposal be related to other issues that IPEG was concerned with, such as e-commerce, enforcement measures. 

49. The USA indicated they were happy to extend to a wider focus, but noted that the proposal had been drafted to address a particular problem area (justified their proposal) stressing that its focus would allow them to obtain tangible results and effective enforcement measures sooner. 

50. There was a general consensus among the member economies that while the focus of the US proposal would stay on software piracy to ensure efficiency, it should be taken up in a wider context of new CAPs. The Chair asked the USA to come up with the final proposal language with broader focus that would appropriately fit the new CAPs.  Australia welcomed the draft CAP overall, and commented that it could usefully be broadened in several respects to reflect the growing importance of the IPEG's work, ranging beyond harmonisation of IP laws for its own sake, and moving into areas which contributed more directly to the generation and effective sharing of benefits from TRIPS-consistent IP systems, such as through policy dialogue, public education, and enforcement cooperation.

51. Based on the Chair’s proposal, members agreed to submit, if any, their comments or proposal to the draft new CAPs by the end of July.

(8) item f:
Enforcement


(Lead Economy: Australia, Japan, Mexico, Thailand, and the Philippines)

52. The Chair reported on his participation in the 2nd APEC Automotive Dialogue meeting held in Manila on April 7, 2000. Referring to the written material, the Chair said that they had formally adopted the report of JAMA which was looked at by IPEG in Sapporo meeting and added that the Automotive Dialogue had suggested that a meeting on IPR enforcement be held in connection with IPEG for the public and private sectors. 

53. Japan presented  a revised proposal, Proposal for Enhancement of Enforcement Related Activities at APEC/IPEG. He explained the revisions made and went over the minor changes made to the document and the justifications for them. 

54. Regarding the proposed expansion of enforcement-related functions of IP office, some member economies stressed that they have no mandate for enforcement and raised concern about their scope of action, while some other members noted the importance of giving necessary advice to people with inquiries. 

55. Australia agreed with Japan’s proposal and pointed out the need to achieve practical achievements as a group. He suggested that there would be a dialogue between the member economies on enforcement measures filling the gaps between the multilateral level and bilateral level. He emphasized the need to develop a network of information exchange and generate quality information:  both APEC IPEG and the TRIPS Council had already established networks of contact points on enforcement, to little or no practical effect.  The emphasis must now lie on creating useful material for these contact points to exchange. 

56. Japan stated that it would further revise the proposal, taking into account comments made by members. In regard to the meeting to be held on July 14, 2000, Australia mentioned that the member economies should  think about how they may want to take the process further based on the inputs to be made by the private sector. He also emphasized the need to have regular exchanges of information by using that meeting as a guide.  Australia undertook to prepare a paper after the July 14 workshop, which would include suggestions for future work.

 Agenda 5: Other Business

(1) Program on public education and awareness

57. Hong Kong China made a presentation on public education and awareness. He designated the principal tasks de-mystification of intellectual property issues and drumming up public support for intellectual property. His main message was that IP protection is a product which must be marketed, but must compete with a cheaper and more accessible product which is pirated software. To solve this problem, Hong Kong China has sought the help of marketing consultants to launch an effective campaign against piracy and counterfeiting. He discussed the methods by which such a campaign was carried out, particularly the marketing aspects of the project such as recognizing the audience, focus groups and means of dissemination and also explained the teaching aspects of the campaign. Hong Kong China said that using the appeal of advertising this enemy could be combated. 

58. Australia referred the member economies to the written material they distributed on this topic, being a document developed following agreement at earlier meetings and setting out general strategies for establishing public education and awareness programs.  This was intended as an all-purpose resource for IP offices in the region, setting out practical guidelines for planning and administering public education programs, and providing draft model materials.  Members were invited to adopt the materials in their own environment.  Australia expressed its willingness to provide further advice to individual Members as required.  Japan introduced their video tapes and books.

(2) Investigation of the “IP-related issues” in the Menu of Options for IEG

59. The Chair consulted with members on the draft Investment Menu of Options, referring to a letter from the IEG Chair of APEC . 

60. The APEC Secretariat explained that the document was in response to the APEC ministers and leaders instruction to create open and free investment and try to identify policy measures as a non-inclusive menu from which the member economies may select any of the options they see appropriate to establish free trade and updating their IAPs. He also noted that the document was a final draft from all members of IEG but would still like to seek comments from the IPEG.

61. The USA commented that they were interested in incorporating IPR into IEG.

62. Some member economies suggested making the statements of the draft in broader terms.

63. Mexico suggested that some reference be made to administrative measures in paragraph 2 and also that some reference be made to administrative procedures in subparagraph 2-2.

64. Singapore suggested that “taking into account the rights of users” be added to subparagraph 2-1.

65. Chinese Taipei recommended that the APEC/WTO member economies be added at the beginning of the  paragraph 1 to satisfy those members in APEC who are not in the WTO. 

66. The Chair suggested that IPEG members review the statements and, if they have legitimate concern, submit a written comment by July 21, so that those responses could be compiled by the chair. 

(3) Other Issues

67. Regarding the improvement of IAPs, Australia reflected on the useful information that the other economies provided in their IAPs. He said that to avoid duplication they should try to gather this information and this would be the obvious forum to do so.  APEC economies put much effort into preparing their IAPs which contained valuable information, and it would be useful for the IPEG, as the specialist forum, to consider this material.  It suggested that at future IPEG meetings, there be an agenda item to consider the IP elements of the IAPs.

68. The USA made an announcement about its continuous problems with the Madrid Protocol. He said that earlier this year an agreement was made and a bill is currently pending in the senate to implement it. 
69. Japan announced that it would hold the APEC copyright seminar on March 7-9, 2001. One participant from each economy and the APEC Secretariat will be invited at the host economy’s expense. He also encouraged other participants from each economy to attend at their own expenses. The seminar will focus on the copyright issues responding to the development of information technology and e-commerce. The invitation will be sent to each economy in accordance with APEC hosting procedures.

Agenda 6: Partners for Progress (PFP) project

70. Japan reported that the 5th APEC/PFP course will be held in Thailand from 6 November to 1 December 2000 and invited active participation from member economies.  Thailand proposed to invite Laos and Cambodia as guest participants to the PFP course.  It also proposed that the APEC/PFP course participants will be invited to join a seminar on geographical indication organized by Thailand and France during the same period.
71. The APEC Secretariat explained the guidelines for inviting non-member economies as non-members/observers/guests and mentioned that if the IPEG approved of the invitations, the proposal would have to be brought to the CTI for endorsement. There was warm support for Thailand’s proposal. 

Agenda 7: Document Access

72. Referring to the updated table of contents distributed to confirm document access, the IPEG members noted that they wanted all final documents to be available to the public and that drafts should be restricted at this time. 

73. Canada noted that document 29 was not within the jurisdiction of the member economies as it was at the discretion of the IEG.

74. Mexico requested to restrict 16 until all member economies reply to the survey.

Agenda 8: Future Meetings

75. Australia expressed its intention to host the next IPEG meeting in March 2001 being subject to their internal final decision. Japan stated that, should Australia be unable to do so, it would be a replacement. 

76. Chinese Taipei expressed interest in hosting IPEG XIII in the latter half of 2001.

77. Regarding the meeting after July 2001, Hong Kong China expressed its intention to be a host economy. The USA also showed its intention to be a host IPEG XV in 2002.

Agenda 9: Report to the Next CTI

78. The chair mentioned that the draft of the report to the CTI will be available shortly. 
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